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Attorney Docket: 12158.0001 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
 

Applicant:  Monster, Inc. 

Serial Number: 85318060 

Filing Date:  May 11, 2011 

Mark:   

   

Examining Atty: Kim Teresa Moninghoff, Esq. 

Law Office:  113 

Commissioner for Trademarks 

P.O. Box 1451 

Alexandria, Virginia 22313-1451 

 

REQUEST FOR REMAND 

AND SUSPENSION OF APPEAL 
 

 Applicant Monster, Inc. respectfully requests that the Board remand this application to 

allow the Examining Attorney an opportunity to reconsider the Final Office Action, issued 

February 13, 2014, based on compelling new evidence.   

As detailed in Applicant’s Request for Reconsideration, Registration has been refused 

under Section 23 on the ground that this design is believed to be functional, and also because the 

design is believed to be a generic product design.  This refusal involves highly technical patent 

references.  Applicant has obtained a declaration from an employee of Monster, Inc., Jacky 

Hsiung, who designs and develops headphone designs.  Mr. Hsiung’s declaration is submitted in 

response to the Examining Attorney’s recent statements in her last Office Action concerning the 

patents at issue, among other things.  Applicant submits that this additional information and 

expert declaration will better inform the PTO of the issues, and possibly render the appeal moot.  
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It will also better inform the TTAB of the issues, so that the tribunal can fully understand the 

complex issues on appeal and make an informed decision if this case proceeds on appeal.   

Accordingly, Applicant respectfully requests remand of this application to allow the 

Examining Attorney to time to review and consider Applicant’s Request for Reconsideration 

(attached).  Applicant also requests the suspension of the appeal pending disposition of the 

Request for Reconsideration. 

MONSTER, INC. 

Dated:  _June 17, 2014______________ By:    /Robert D. Litowitz                                         

David M. Kelly 

david.kelly@kelly-ip.com  

Linda K. McLeod 

linda.mcleod@kelly-ip.com  

Robert D. Litowitz 

robert.litowitz@kelly-ip.com 

Kelly IP, LLP 

1330 Connecticut Ave., N.W. 

Suite 300 

Washington, D.C. 20036 

Telephone:  202-808-3570 

Attorneys for Applicant 
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Home U.S. World Politics Justice Entertainment Tech Health Living Travel Opinion iReport

By Todd Leopold, CNN
updated 5:53 PM EST, Sun January 12, 2014 | 

Hip-hop artist Lil' Wayne, wearing diamond-studded Beats headphones, sits courtside during the 2012 NBA All-Star Game.

(CNN) -- Kelley Zapata loves her Beats.

The University of Georgia junior first got a pair of Beats by Dre Studio 

headphones for Christmas in 2008. They were a revelation, she 

says, especially for someone used to Apple earbuds.

"I was blown away," she recalls. She's since invested in two more.

She's not alone. The audio company's lower-case "b" is ubiquitous 

on the ears of listeners across the country, seen on celebrities -- Lil 

Wayne at a Lakers game, Katie Holmes on a movie set -- and 

college students.

Indeed, according to the NPD Group, a marketing research 

company, Beats controls 27% of the $1.8 billion headphone market --

and 57% of the market for "premium" headphones, ones that cost 

$99 or more. On- or over-the-ear Beats retail from about $200 to 

$400, so you can easily spend as much on the headphones as you 

can on your MP3 player or contracted phone.

That's a lot of "b"uzz.

More from CNN Video:

More from CNN:

How Beats headphones changed the 
audio world
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But along with the popularity has come a 

backlash. Beats have been criticized for 

being a marketing gimmick, a bass-heavy 

fashion accessory not up to the kind of high-

quality audio sound they promote. Zapata 

admits she was initially seduced by the pitch: 

"I'm a big Lady Gaga fan, and she had them 

in her music video," she says.

For audiophiles, Beats are a sacrilege. 

They've filled up message boards 

complaining about the popular cans.

"(A) Timex with Rolex's price tag," wrote one responder to a board 

titled "Why the Beats hate?"

"To a lot of people, the fact that someone took our hobby and our 

industry and vastly perverted it to the public at large borders on 

offensive for a variety of reasons," added another poster.

But the audiophiles might be missing the point. What Beats has 

done, suggests Tyll Hertsens, is expand the market for better-quality 

headphones -- as witnessed by the countless headphone makers 

jockeying for space at the International Consumer Electronics Show 

in Las Vegas last week.

Building on the distinctiveness of Apple's white earbuds -- which 

announced their wearer owned a desirable iPod or iPhone -- Beats 

essentially created a new niche.

"What they did was brilliant," says Hertsens, editor of InnerFidelity, a 

site devoted to personal audio. "They somehow knew that people 

were aware enough of headphones that they could make them have 

some cachet."

And cachet, he observes, comes with a price.

"It used to be that a $250 price of headphones were expensive. Now 

that's just the norm. (Beats) raised the acceptable price of 

headphones," he says.

Audio quality and design

With that increased price has come a renewed awareness of both 

audio quality and design, says Hertsens.

"In the past three years or so, headphones have gotten a lot better," 

he says. They're on display and available for testing; people can walk 

into an Apple Store and truly hear the difference, he says.

Audiophiles always prized sound quality, of course. But the 

headphone brands they argued about -- brands such as 

Beyerdynamic, Grado (which has shunned advertising in its long 

history) and Sennheiser -- weren't widely known among consumers, 

particularly in an age moving toward convenience and away from 

component stereo systems. Along with the omnipresent Sony, 

perhaps the best-known name in the premium market was Bose, and 

Bose had its own detractors.

Few had eye-pleasing designs. The sound was what mattered, of 

course.

As Hertsens notes, what Beats did was change the formula. The 

brand dates back to the mid-2000s, when producer Dr. Dre and 

music mogul Jimmy Iovine were frustrated by their painstakingly 

crafted music being listened to through tinny earbuds.

In 2008, Beats put out the Studio, manufactured by Monster. The 

cans were an immediate hit.

From Around the Web:
Producer and musician Dr. Dre wearing his Beats at a Boston 
Red Sox game in 2010.
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The philosophy of the company hasn't changed, says Luke Wood, 

originally a consultant to Beats Electronics and now the company's 

president.

Digital production and technical advancements improved the sound 

of records but headphones were lagging, he says, thanks to a 

convenience culture put forth by laptops, earbuds and MP3 files. 

(Ironically, Wood observes, Steve Jobs "really cared about sound": "I 

don't think anybody at Apple thought those white earbuds were the 

end-all of premium sound.")

"With Beats, the idea was to take the energy and passion of how we 

market our music and marry that with a focus on premium audio and 

the excitement of what we hear in the recording studio," Wood says.

He's aware of the criticism, but points out that a fondness for certain 

elements of audio -- like music itself -- is subjective.

"It's really about point of view and taste," he says. He, Iovine and Dre 

have "all made hundreds of records and spent tens of thousands of 

hours in the recording studio," he says. "I think we have an educated 

point of view and a consistent point of view to sound, and I certainly 

think we come from a place where we know what we're talking 

about."

The value of competition

Beats competitors are now legion, and many have copied the Beats 

playbook in marketing their headphones.

There are headphones from 50 Cent (SMS, which also has a 

collaboration with Lucasfilm), Bob Marley's estate (House of Marley, 

which promotes an enviro-friendly aesthetic), Quincy Jones 

(manufactured by AKG) and Tony Bennett (by Koss). Lou Reed's last 

video was for the Parrot Zik, designed by Philippe Starck.

Even the low-key Grado now has a branded headphone, a 

collaboration with Bushmills Irish whiskey. Actor Elijah Wood and DJ 

Zach Cowie contributed to the design.

Monster, which no longer manufactures Beats, has launched a line 

with the producer Swizz Beatz -- a Monster investor -- called DNA. 

(Zapata, the Georgia student and Beats loyalist, says she's intrigued 

by them.)

NPD Group consumer electronics analyst Ben Arnold believes that, 

though the headphone market may be slowing from its double-digit 

growth of recent years, there's no sign of a crash. With December's 

sales, he expects 2013 to top $2 billion, and says sales should go up 

another 5-7% in 2014.

Hertsens remains lukewarm on Beats' audio quality. In a detailed

"Celebrity Headphone Deathmatch" review a couple of years ago, he 

gave grudging marks to the Studio and deplored the slightly cheaper 

Solo. But he approves of the greater emphasis on design and 

expects the audio quality of headphones, as a whole, will improve.

"(Right now) there's nothing to compete against Beats when you're 

talking about, 'I'm going to give you style, I'm going to give you 

comfort, and I'm also going to give you sound quality,' " he says. "In a 

way we're indebted to Beats because they made more money 

available for manufacturers to compete in the marketplace and make 

better headphones."

Beats' Wood is planning on it. He says he's not worried about the 

competition, just maintaining Beats' quality.

"What we're seeing is this resurgence of premium sound. People 

really care and hear the difference," he says. "I think we'll see this, 

not just in headphones, but also in home stereos, in cars -- and 

ultimately the whole bar will be raised."
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INVESTING (/INVESTING) 5/29/2014 @ 1:36PM 1,347 views

What The Beats Deal Means 
For Apple

Trefis Team (http://blogs.forbes.com/people/trefis/), Contributor

Comment Now Follow Comments

Ending weeks of rumors, Apple 

(http://finapps.forbes.com/finapps/jsp/finance/compinfo/CIAtAGlance.jsp?

tkr=aapl&tab=searchtabquotesdark) announced Wednesday that it would be 

buying popular audio products manufacturer Beats Electronics and its 

fledgling music service business Beats Music for about $3 billion, making it 

the largest acquisition in the company’s history. Apple will pay roughly $2.6 

billion in cash with an additional $400 million in equity that would vest over 

time. Apple projects that the acquisition, which is expected to close in fiscal Q4 

2014, will be accretive to its fiscal 2015 earnings. The deal marks a departure 

of sorts for Apple, which has traditionally focused on acquiring companies 

with niche technologies and talent that it can incorporate into its products and 

services, instead of buying well known consumer brands. Following the 

acquisition, the Beats brand will continue to exist alongside Apple’s brand. 

While it is likely that Apple is paying the bulk of the acquisition price for the 

electronics business, much of the future value could lie in the music streaming 

service and the talents of the Beats team. Here’s a brief rundown on what the 

deal could mean for Apple.

Great Speculations (http://www.forbes.com/sites/greatspeculations/)

Buys, holds, and hopes

Opinions expressed by Forbes Contributors are their own.
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Trefis has a $638 price estimate for Apple

(https://www.trefis.com/company#/AAPL), which is about in line with the 

current market price.

See our complete analysis for Apple stock here

(http://www.trefis.com/company?hm=AAPL.trefis)

Audio Products Business Likely Very Profitable, But Risks Exist 

Beats Electronics primarily sells headphones, speakers and audio software. 

The company’s wildly popular headphones retail from $99 to about $450 in 

the United States, while its speakers retail for upwards of $199. The premium 

end of the headphone market (prices $100+) in which beats operates remains 

the fastest growing segment in the headphones space. According to research 

firm NPD, the premium headphone market in the United States grew

(https://www.npd.com/wps/portal/npd/us/news/press-releases/premium-us

-headphone-market-surpasses-%241-billion-in-2013-according-to-npd/) by 

around 21% in 2013, crossing the $1 billion mark. As of June 2013, Beats held 

about 59% of this market

(http://online.wsj.com/news/articles/SB10001424127887323423804579020692100040648). While 

Beats electronics hasn’t disclosed historical financials since it was private, its 

margins are likely very healthy and should comfortably meet Apple’s gross 

margin requirements. According to the New York Times, a pair of its high-end 

headphones may cost as little as $14 to manufacture. Additionally, Apple could 

further drive up Beats’ revenues by expanding the business into new countries 

via Apple stores as well as select Apple Authorized Resellers.

However, we believe that there are some risks in the audio products business. 

With the Beats acquisition, Apple isn’t exactly buying into cutting edge audio 

technology or intellectual property that it wouldn’t be able to develop in house. 

Beats audio products routinely receive mixed reviews from critics who often 

cite them as being overpriced for the listening experience that they offer. Beats 

products have gained market share due to their slick design and celebrity-

driven marketing, and these attributes could run the risk of being a fad.

Apple Could See Value In Streaming Service 

While the headphones business remains the most 

recognizable part of Beats, the Music streaming 

service is likely to have been a key reason behind the 

acquisition. Apple is no longer the formidable digital 

music powerhouse that it once was, with the advent 

of online streaming music services such as Spotify. 

Unlike Apple’s traditional iTunes model of making 

customers pay for specific content while locking 

them onto its platform, online music streaming 

services offer much more flexibility to consumers, 

allowing them to listen to a vast library of songs on-

demand and across devices for a small monthly fee, or for free with ads. These 

services have seen a significant uptake over the last few years, and this has 

been impacting Apple’s iTunes business. According to Morgan Stanley 

Research, revenues for Apple’s iTunes have been declining

(http://blogs.barrons.com/techtraderdaily/2014/05/28/apple-app-store-to-

lift-services-revenue-profit-says-morgan-stanley/?mod=BOLBlog) over the 

last three quarters.

While Apple does offer an Internet radio service of its own, iTunes Radio, 

which competes with the likes of Pandora, it lacks an on-demand streaming 

service. On-demand streaming is becoming increasingly popular with 

consumers since it allows them to pick and choose the individual songs they 
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want to listen to. This is likely where Beats Music comes into the picture. 

While Apple could have developed its own on-demand streaming service, the 

Beats acquisition gives the company an instant entry into the space. Moreover, 

Beats Music has received largely positive reviews, winning praise particularly 

for its curation of content. Subscriptions costs about $99.99 per year or about 

$10 per month, and the service has signed up about 200,000 paying 

customers since its launch in January. Although this remains a fraction of 

Spotify’s 10 million+ paying customers, the user base could be poised to rise 

with Apple’s acquisition.

Co-Founders’ Industry Connections Could Be Beneficial

Beats co-founders Jimmy Iovine and Dr. Dre are 

influential figures in the music industry. The duo, 

who are set to join Apple in undisclosed roles, will 

bring in a strong understanding of the market and 

popular culture, in addition to their deep 

connections within the music industry. This could 

prove invaluable for Apple, particularly in its 

negotiations with music companies, a role which was 

often handled by the late Steve Jobs.
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Attorney Docket: 12158.0001 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant:  Monster, Inc. 

Serial Number: 85318060 

Filing Date:  May 11, 2011 

Mark:   

   

Examining Atty: Kim Teresa Moninghoff, Esq. 

Law Office:  113 

Commissioner for Trademarks 

P.O. Box 1451 

Alexandria, Virginia 22313-1451 

DECLARATION OF JACKY HSIUNG 

I, Jacky Hsiung, submit this declaration on behalf of applicant Monster, Inc.  

1. I am employed by Monster, Inc.  My educational background includes a Bachelors of 

Science degree in Industrial Design from San Jose State University in 2003.  My 

responsibilities at Monster have included designing electronic cables for audio and 

audio/visual applications.  Among the products I have designed and invented are cables 

for audio headphones.  I have personally been involved in inventing, designing, and/or 

developing over 100 products for Monster.   

2. Among the headphone cables I have been involved in inventing, designing, and 

developing is the headphone design that is the subject of U.S. Patent No. 8,068,633 

entitled Headphone Cable Splitter.  I am a co-inventor of that patent.  As described in our 



 

{327034;v1 } 

patent, our invention consists of headphone cables that are substantially wider than they 

are thick.  We describe and illustrate as an embodiment of this invention a “flat ribbon-

like cable.”  And indeed, flat cables are one way of practicing our invention.  But as we 

state in the patent, there are other structural and functional equivalents to a “flat” cable, 

and all of them that are substantially wider than they are thick would be encompassed by 

our invention.   

3. The drawings in the patent depict a flat cable with contoured edges.  The cross-section 

shown in the drawings reveals a cable whose cross-sectional shape is oblong; two 

surfaces are flat, and those flat sides give way to edges that are contoured/rounded.  The 

contoured edges create the oblong.  If the edges were 90-degree angles, the cross-

sectional shape would be rectangular and would give the cable a noticeably different 

appearance.   

4. The contoured edges were a design choice and were selected for their aesthetic and 

ornamental appeal.  The contoured edges do not perform any function and are in fact 

incidental to the functions carried out by the cable.  Cables according to our invention 

could have a variety of shapes, and do not need to have contoured edges or oblong cross-

sections, to carry out the functions described in the patent.  Those functions, namely, 

reducing tangling and accommodating wires, can be accomplished with a variety of cable 

designs that would fall within the scope of our patent. 

5. I understand that Monster has applied for a trademark, Serial No, 853180060, for the 

mark consisting of “the curved outside contours of a headphone cable that give way to 

sides of the cable jacket that are wider than they are thick.”  (Emphasis added.)   I have 

read the declaration of Lance Rake submitted by Monster in support of that trademark 
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application.   I understand that the Examining Attorney handling this trademark 

application refused to give Professor Rake’s declaration any weight because Professor 

Rake had not previously designed headphone cables.   

6. Based on my many years of experience in the audio cable industry, I disagree with the 

Examining Attorney’s conclusions regarding Professor Rake’s credentials and expertise.  

According to his declaration, Professor Rake not only has decades of experience in 

industrial design, but is a Professor of Industrial Design at a major U.S. university, the 

University of Kansas.  As a skilled designer and teacher of industrial designers, Professor 

Rake surely is qualified to opine on the aesthetics of cable design in general and of our 

design in particular.  Any suggestion that he is not qualified by skill, training, and 

experience to comment on the visual impact of contoured edges, and the importance of 

such a design feature, betrays a fundamental misconception about the interplay between 

design and technology.   

7. I agree with all of the statements by Professor Rake in paragraph 21 of his declaration.  In 

particular , I agree that the “curved outside contours in Monster’s cable design represent 

an arbitrary, ornamental design choice, not driven by function.”  I agree that edge 

treatments such as the curved outer contours of our cable design can be, and in this case 

are, an important design element and can materially affect consumer perceptions.  I 

further agree with Professor Rake’s conclusion in paragraph 19 of his declaration that 

“numerous [other] aesthetic designs can be used for practicing [our] invention.”   

8. I have reviewed the design alternatives prepared by Professor Rake and shown in Exhibit 

B to his declaration. I agree that each of those alternative designs can be used for 

practicing the invention described in the ‘633 patent, of which I am a co-inventor.  Each 
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of Professor Rake’s design alternatives has both width and thickness, and in each 

example, the width is substantially greater than the thickness.  Each design alternative, 

moreover, can accommodate left and right audio channel conductors, and each would 

resist tangling.  And Professor Rake’s proposed alternative designs could be 

manufactured without adding appreciably to the cost or complexity of manufacture. 

Stated another way, using one of Professor Rake’s designs would not put manufacturers 

at a competitive disadvantage because of the cost of manufacturing them.   

9. Finally, there is no basis for or merit to the suggestion that Professor Rake’s alternative 

designs are unsuitable for use with a cable splitter.  Designing splitters to accommodate 

those designs would not be an impediment to their use.   

I declare under penalty of perjury of the laws of the United States that the foregoing is true 

and correct under 28 U.S.C. s§ 1746.  This declaration was executed on June 17, 2014. 

 

   Signature:______/s/__________________ 

                                                 Jacky Hsiung 

                                                 Monster, Inc. 

 

 


